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DETAILED ACTION 

This non-final rejection is in response to Applicant's amendment and arguments filed on 
6/2/2010. Applicant amends claims 1,4-8, 10, 11, 12, 17, and 22-24. Accordingly, Applicant 
presents claims 1-25 for further examination. 

I. Response to Arguments 

A. § 101 rejection of claims 22-25 

Under current USPTO policy, the broadest reasonable interpretation of "computer 
readable storage medium" typically covers forms of non-transitory tangible media and transitory 
propagating signals per se. Applicant may generally overcome this interpretation by clearly 
defining what is meant by "storage medium" in the specification and/or limiting the claim term 
to only non-transitory embodiments. However, merely providing examples (e.g., "storage 
medium may include memory, floppy disks, RAM, ROM. . .") is not the same as limiting the 
interpretation to particular embodiments. 

Thus, amendment of claims 22-25 to recite "storage media" is insufficient to overcome 
the § 101 rejection because Applicant's specification does not expressly limit "storage media" to 
only non-transitory embodiments. Therefore, the claimed "storage media" may still be 
interpreted as both non-transitory and transitory signals. To overcome this rejection. Applicant 
should amend the claim to recite "non-transitory storage media." 

B. Applicant's arguments with respect to claims 1-25 

Applicant's arguments with respect to claims 1-25 have been considered but are moot in 
view of the new ground(s) of rejection. 



Application/Control Number: 09/940,755 Page 3 

Art Unit: 2452 

II. Claim Rejections - 35 U.S.C. § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

A. Claims 22-25 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

Claims 22-25 are directed to a storage media. Applicant's specification does not 

expressly limit "storage media" to only non-transitory embodiments. Therefore, the claimed 

"storage media" may still be interpreted as both non-transitory media or transitory signals. To 

overcome this rejection. Applicant should amend the claim to recite "non-transitory storage 

media." 

III. Claim Rejections - 35U.S.C.§112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

A. Claim 24 is rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 24 which recites "The storage media of claim [[23]] 22, wherein" is rejected 

because the claim is missing any limitations. 

IV. Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

A. Claims 1, 2, 4-15, 17-20, and 22-25 are rejected under 35 U.S.C. 103(a) as 

being unpatentable OYtr Duigou et al., U.S. Patent No. 7.412.518 ["Da/^oa"], 
in view of Carey et al., U.S. Patent Number 6,714,793 [''Caref]. 

In the following mapping, all citations are to Duigou unless otherwise noted. 

Claims, 1, 13, and 19 

Duigou as modified by Carey discloses a location-based content delivery system and 
method comprising: 

sending a first immediate message [Carey, col. 1, lines 60-65: teaching instant messages 
from a wireless device] from a mobile device at a location [column 7 «Iines 4-15»: disclosing a 
mobile client at a physical location | column 13 «lines 38-62»: disclosing a client that can send 
messages containing "a string specifying something to locate"]; and 

receiving a second immediate message [column 14 «lines 58-60» | column 15 «lines 20- 
31»: returning the results of the requested search back to the mobile device & Carey, col. 1, lines 
60-65], wherein the second message comprises a response to the request, wherein the response is 
dependent on a meaning of the request and the location [column 13 «lines 45-54»: results are 
returned based on the string identifying something to locate (i.e., meaning) | column 35 «line 57» 
to column 36 «line 44» | column 85 «lines 6-54»: where results of the search may include 
"information about restaurants, weather, maps, traffic, movie information, etc., within a certain 
distance (radius) of the client device" (i.e., location)]. 
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While Duigou discloses that the mobile terminal may query a server via a message, 
Duigou does not explicitly disclose that the messages are instant or immediate messages. 
Nonetheless instant message communication among wireless and non- wireless environments was 
well known in the art as evidenced by Carey. 

In similar art, Carey discloses a system and method for instant message communication 
in a wireless and non-wireless environment wherein messages are sent from a mobile unit device 
over a wireless communication network (col. 1, lines 60-65). Given the teachings of Carey, it 
would have been obvious to a person having ordinary skill in the art to modify Duigou' & system 
to include instant messaging capabilities in order to provide subscribers with the benefits of real- 
time communication on a constantly open communication channel. 

It would be advantageous to communicate via instant text message because text 
messaging as compared to voice communications is less costly since it utilizes less bandwidth, 
and is more efficient than playing phone tag or waiting for e-mail replies. See Carey, col. 1, 
lines 47-58. Accordingly, text instant messaging is an efficient cost effective way of 
communicating. Therefore, the aforementioned limitation would have been an obvious 
modification to Duigou' s system. 

Claims 2, 15, and 20 

Duigou as modified by Carey discloses that the first immediate message further 
comprises sending the first immediate message to a user name identified in a buddy hst [Carey 
col. 8, lines 8-18]. See the rejection of claim 1 for reasons to combine Carey's instant messaging 
functionality into Duigou' s mobile proximity discovery services. 
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Claims 4 and 22 

Duigou as modified by Carey discloses a system and method comprising: 

receiving a first instant message from a sender [column 7 «Iines 4-15»: disclosing a 
mobile client at a physical location | column 13 «Iines 38-62»: disclosing a client that can send 
messages containing "a string specifying something to locate" & Carey, column 1 «Iines 60-65»: 
teaching instant messages]; 

determining a location of the sender [column 85 «Iines 6-54»]; 

parsing contents of the first instant message to determine a meaning of the contents 
[column 13 «lines 45-54»: parsing the string within the request message]; and 

sending a second instant message to the sender [column 14 «lines 58-60» | column 15 
«lines 20-3 1»: returning the results of the requested search back to the mobile device & Carey, 
col. 1, lines 60-65], wherein the contents of the second instant message are dependent on the 
location of the sender and the meaning of the contents of the first instant message [column 13 
«lines 45-54»: results are returned based on the string identifying something to locate (i.e., 
meaning) | column 35 «line 57» to column 36 «line 44 | column 85 «lines 6-54»: where results of 
the search may include "information about restaurants, weather, maps, traffic, movie 
information, etc., within a certain distance (radius) of the client device" (i.e., location)]. 

See the rejection of claim 1 for reasons to combine Carey\ instant messaging 
functionality into Duigou' & mobile proximity discovery services. 

Claims 5, 11, and 23 

Duigou as modified by Carey discloses that the method further comprises: 
the contents of the second instant message include information about services. 
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businesses, hotels, rental car companies, gas stations, restaurants, hospitals or dry cleaners 
relative to the location of the mobile device [column 85 «Iines 13-17»: information about 
restaurants]. 

Claims 6 and 24 

Duigou as modified by Carey discloses the method further comprising: 

finding information related to the meaning of the contents of the first instant message and 
the location of the mobile device [column 13 «Iines 45-54»: results are returned based on the 
string identifying something to locate (i.e., meaning) | column 35 «Iine 57» to column 36 «Iine 
44 I column 85 «Iine 67» to column 86 «Iine 39»: location]; and 

building the contents of the second instant message based on the information [column 85 
«Iines 1 1-54»: response is based on the user submitted string and location] 

Claim 7 

Duigou as modified by Carey discloses a server, comprising: 
data indicating a location of a mobile device [column 86 «Iines l-39»]; and 
a personal-assistance controller to parse a request from the mobile device to determine a 
meaning of the request [column 13 «lines 45-54»: parsing the string within the request message] 
and to send information to the mobile device [column 85 «lines 1 1-17»], wherein the information 
is based on the location of the mobile device and the meaning of the request [column 13 «lines 
45-54»: results are returned based on the string identifying something to locate (i.e., meaning) | 
column 35 «line 57» to column 36 «line 44 | column 85 «line 67» to column 86 «line 39»: 
location]. 
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Claims 8, 14, and 16 

Duigou as modified by Carey discloses wherein the mobile device is connected via a 
long-lived connection [column 85 «Iines 55-65»]. 
Claim 9 

Duigou as modified by Carey discloses wherein the personal-assistance controller is to 
send an instant message to the mobile device [column 14 «Iines 58-60» | column 15 «lines 20- 
31»: returning the results of the requested search back to the mobile device & Carey, col. 1, lines 
60-65: sending instant messages], wherein the instant message comprises the information 
[column 13 «lines 45-54»: sending a message comprising results of the search to the client]. 

Claim 10 

Duigou as modified by Carey discloses a location database comprising the location of the 
mobile device and the information, wherein the information is specific to the location of the 
mobile device [column 86 «lines l-9»]. 

Claim 25 

Duigou as modified by Carey discloses that the location of the sender comprises a 
location of a hotspot access point [column 87 «lines 19-24»: local distributed computing 
environment reads on hotspot access point]. 

Claims 12 and 17 

The claims contain limitations substantially the same as those previously rejected in 
claims 1, 4, and 7. Therefore the same grounds of rejection are applicable. Additionally the 
hotspot access point is functionally equivalent to Duigou' & local distributed computing 
environment]. 



Application/Control Number: 09/940,755 Page 9 

Art Unit: 2452 

Claim 18 

Duigou as modified by Carey discloses that the personal-assistance controller is to 
determine the location of the one of the plurality of hotspot- access points via the presence data 
[column 85 «Iines 50-54»: using GPS to determine location of local distributed computing 
environment]. 

B. Claims 3, 16, and 21 are rejected under 35 U.S.C. § 103(a) as being 

unpatentable over Duigou and Carey, in further view oiKay et al., U.S. 
Patent No. 6.430.602 

Duigou as modified by Carey and Kay discloses the user name identifies a program 
executing on an instant-messaging server (i.e., associated entry in the buddy list) [Kay, column 2 
«Iines 33-46» | column 4 «Iines 49-5 7»: disclosing a server program with the screen name 
ACTIVEBUDDY that responds to user inquiries]. 

Like Duigou, Kay is directed to a system for responding to a user's queries to a server. 
Further like Duigou, Kay discloses that a user submits a query to a server, the server reads the 
meaning of the query, and returns a response to the user based on the meaning of the user's query 
[Kay, column 3 «Iines 6-28»]. However, Kay further discloses that the user sends the query to a 
name on the user's contact list where the name corresponds to a program that appears as 
ACTIVEBUDDY on user's buddy list that is running on the server. 

It would have been obvious to one of ordinary skill in the art to have modified Duigou'^ 
service discovery system to include the instant messaging program taught in Kay. Kay's feature 
would have improved Duigou's messaging system by allowing users to instant message 
automated programs in order to access and retrieve data [Kay, column 1 «Iine 63 » to column 2 
«Iine 7»]. 
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V. Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See attached PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DOHM CHANKONG whose telephone number is (571)272- 
3942. The examiner can normally be reached on Monday to Friday [10 am - 6 pm]. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thu Nguyen can be reached on (571)272-6967. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/DOHM CHANKONG/ 
Primary Examiner, Art Unit 2452 



